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DETAILED ACTION 
Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-5, drawn to a method of producing treated fabric, classified in class 57, 
subclass 66. 

II. Claims 6—11, drawn to a woven fabric, classified in class 442, subclass 97. 
The inventions are distinct, each from the other because of the following reasons: 

2. Inventions I and II are related as process of making and product made. The inventions 
are distinct if either or both of the following can be shown: (1) that the process as claimed can be 
used to make other and materially different product or (2) that the product as claimed can be 
made by another and materially different process (MPEP § 806.05(f)). In the instant case, the 
staple fibers can be treated with the lubricant prior to spinning the yarn and making the fabric, 
instead of producing the yarn and fabric and treating the yarns with the lubricant. 

3. Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification, restriction for examination 
purposes as indicated is proper. 

4. During a telephone conversation with Sara Current on August 2, 2005 a provisional 
election was made with traverse to prosecute the invention of Group II, claims 6-11. 
Affirmation of this election must be made by applicant in replying to this Office action. Claims 
1 - 5 are withdrawn from further consideration by the examiner, 37 CFR 1.142(b), as being 
drawn to a non-elected invention. 
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5. Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a request under 37 CFR 

1 .48(b) and by the fee required under 37 CFR 1 . 1 7(i). 

Claim Rejections - 35 USC § 112 

6. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

7. Claims 6 - 1 1 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with 
the enablement requirement. The claims contain subject matter which was not described in the 
specification in such a way as to enable one skilled in the art to which it pertains, or with which 
it is most nearly connected, to make and/or use the invention. The disclosure teaches that fabrics 
made from vortex spun yarns can be produced with strength and hand levels similar to ring spun 
yarns by a "the application of a particular lubricant" (page 3, lines 10-13). The disclosure then 
teaches that the fabric also desirably contains about 0.25 - 3% of a high molecular weight 
ethoxylated polyester lubricant which can be added at any time during the process (page 3, lines 
15-17). Finally, the disclosure states that while the lubricant is preferably a high molecular 
weight ethoxylated polyester other lubricants can be used within the scope of the invention 
provided that they achieve the requisite aesthetic and performance characteristics (page 3, lines 
27 - 30). Therefore, the disclosure fails to teach one of ordinary skill in the art what the 
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invention is and what lubricants are required to be present in the yarn to produce the desired 
aesthetic and performance properties. 

First, the applicant teaches that using a particular lubricant on a vortex spun yarn 
produces strength and hand levels similar to those produced by ring spinning. However, the 
disclosure fails to teach what this particular lubricant is. Also, when is the lubricant added to the 
yarn? Is the lubricant added during the spinning process or is it added to the finished product? 
And is the applicant comparing a treated vortex spun yarn to a treated or untreated ring spun 
yarn? If the invention is using a lubricant to improve hand and strength properties of a vortex 
spun yarn, the applicant is required to teach what lubricant must be used. 

Second, the disclosure teaches that a high molecular weight ethoxylated polyester yarn is 
also added to fabric at any point during processing, but other lubricants may also be used within 
the scope of the invention provided they achieve the requisite aesthetic and performance 
characteristics. However, the disclosure does not even clearly define what the requisite aesthetic 
and performance characteristics are. Hence, it is unclear what the invention even is. Further, the 
statement merely suggests that adding known lubricants to a woven fabric made from spun yarns 
will change the properties of the fabric which is already known. Therefore, the disclosure is only 
teaching one of skill in the art that experimenting with other lubricants might produce the desired 
product. There is not even any guidance provided to teach one of skill in the art how even 
choose or limit the lubricant down from all the various lubricants known in the art. Therefore, 
the disclosure provides no teaching except on how to make a vortex spun yarn (which is known) 
and that the yarn can be treated with known lubricants. What are the properties desired by the 
applicant and how does one of ordinary skill in the art produce those properties? 
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8. Claims 6 - 1 1 are rejected under 35 U.S.C. 1 12, first paragraph, as based on a disclosure 
which is not enabling. The particular lubricant used to improve the strength and hand levels of a 
vortex yarn is critical or essential to the practice of the invention, but not included in the claims 
is not enabled by the disclosure. See In re Mayhew, 527 F.2d 1229, 188 USPQ 356 (CCPA 
1976). The disclosure teaches that without the particular lubricant vortex yarns have strength 
characteristics which are significantly lower than ring spun yarns. However, the applicant fails 
to claim the lubricant. 

Double Patenting 

9. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude 11 granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In reLongU 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970); and In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

10. Claims 6 - 1 1 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1, 2, 8, 12, 13, 17, 21, 22, 
24, 25, 27, 45, and 47 of copending Application No. 10/214,954. Although the conflicting 
claims are not identical, they are not patentably distinct from each other because both sets of 
claims encompass overlapping scopes. The present case is drawn to a woven fabric made from a 
spun yarn having at least 90% flame resistant aramid fibers and a high molecular weight 
ethoxylated polyester lubricant. US 10/214,954 also claims a woven fabric made from yarns 
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having at least 65% and preferably 90% by weight of flame resistant fibers such as aramid fibers. 
Also the fabrics are chemically modified using lubricants including a high molecular weight 
ethoxylated polyester. Therefore, the claims are drawn to the same subject matter! 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

1 1 . Claims 6 - 1 1 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1, 2, 8, 12, 13, 17, 21, 22, 
24, 25, 27, 45, and 47 of copending Application No. 1 1/123,354. Although the conflicting 
claims are not identical, they are not patentably distinct from each other because both sets of 
claims encompass overlapping scopes. The present case is drawn to a woven fabric made from a 
spun yarn having at least 90% flame resistant aramid fibers and a high molecular weight 
ethoxylated polyester lubricant. US 10/214,954 also claims a woven fabric made from yarns 
having at least 65% and preferably 90% by weight of flame resistant fibers such as aramid fibers. 
Also the fabrics are chemically modified using lubricants including a high molecular weight 
ethoxylated polyester. Therefore, the claims are drawn to the same subject matter. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

Claim Rejections - 35 USC § 102 

12. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
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international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

13. Claim 10 is rejected under 35 U.S.C. 102(e) as being anticipated by McKee et al. (US 
2004/0029473). 

McKee et al. discloses a woven fabric made from flame resistant yams having a soft 
hand, good strength and durability as well as good wicking and soil release characteristics 
(abstract). The fabric is a woven fabric comprising yams having at least 90 or 95% by weight 
flame resistant fibers in the form of staple fibers (paragraphs 12-13). The flame resistant fibers 
are preferably aramid fibers such as Kevlar® or Nomex® fibers (paragraph 14). The yams can 
be produced by any known spinning process including ring spinning, vortex spinning, and the 
like (paragraph 23). Further, the fabric can be treated with a high molecular weight ethoxylated 
polyester to enhance the properties of the fabric (paragraph 31). In the examples the ethoxylated 
polyester lubricant is added in an amount of 1 - 1.5% (paragraph 34). Thus, claim 10 is 
anticipated. 

Claim Rejections - 35 USC § 102/103 

14. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

15. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
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having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

16. Claims 6-9 and 1 1 are rejected under 35 U.S.C. 102(e) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over McKee et al. 

The features of McKee et al. have been set forth above. While McKee et al. discloses 
that the fabric has pilling resistances of greater than 2 and 2.5 for 90 minutes (Table D), McKee 
et al. discloses the results were produced by using ASTM D3512-82 and not ASTM D3512- 
2002. Although McKee et al. does not explicitly teach the limitations of pilling using ASTM 
D3 5 12-2002, it is reasonable to presume that said limitations are inherent to the invention. 
Support for said presumption is found in the use of similar materials (i.e. flame resistant staple 
fibers spun into yarns and treated with ethoxylated polyester) and in the similar production steps 
(i.e. weaving the yarns together) used to produce the woven flame resistant fabric. The burden is 
upon the Applicant to prove otherwise. In re Fitzgerald, 205 USPQ 594. In the alternative, the 
claimed limitations would obviously have been provided by the process disclosed by McKee et 
al. Note In re Best, 195 USPQ 433, footnote 4 (CCPA 1977) as to the providing of this rejection 
under 35 USC 103 in addition to the rejection made above under 35 USC 102. Further, it is 
noted that the results shown by McKee et al. suggest that the woven fabrics would have superior 
pilling resistance since the fabrics have results mostly above 4 or 4.5, on a scale of 1 - 5. Thus, 
even though the tests are slightly different, the fabrics should still have good pilling resistance, 
which would meet the claimed limitations of at least 2 or 2.5. Therefore, claims 6-9 and 1 1 are 
rejected. 

17. Claims 6 - 8 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the alternative, 
under 35 U.S.C. 103(a) as obvious over Ghorashi (2001/0008823). 
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Ghorashi discloses a aramid fabric made from aramid fibers or mixtures of aramid fibers 
and treated to make the fabric durable and wicking (abstract). The fabric is made from staple 
yarns having para- aramid or meta-aramid fibers or mixtures thereof (paragraph 10). The fabric 
is treated with a wicking finish as well as a polar solvent (paragraphs 11-18). The fabric is 
woven (paragraph 27). 

The recited limitation that the yarn is spun by vortex spinning is only given patentable 
weight to the extent that it manipulatively effects the structure of the finished product, since it is 
a method limitation and the patentability of a product is based on the structure of the product 
itself. Therefore, the prior art only need to teach using spun yarns to produce a fabric with the 
same structure as the claimed invention. 

Although Ghorashi does not explicitly teach the limitations pilling resistance, it is 
reasonable to presume that said limitations are inherent to the invention. Support for said 
presumption is found in the use of similar materials (i.e. spun yarns of aramid fibers) and in the 
similar production steps (i.e. weaving the yarns) used to produce the woven flame resistant 
fabric. The burden is upon the Applicant to prove otherwise. In re Fitzgerald, 205 USPQ 594. 
In the alternative, the claimed limitations would obviously have been provided by the process 
disclosed by Ghorashi. Note In re Best, 195 USPQ 433, footnote 4 (CCPA 1977) as to the 
providing of this rejection under 35 USC 103 in addition to the rejection made above under 35 
USC 102. Thus, claims 6 - 8 are rejected. 

Claim Rejections - 35 USC §103 
18. Claims 9 - 1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over Ghorashi in 
view Schuette et al. (5,725,951). 
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The features of Ghorashi have been set forth above. Ghorashi discloses that the fabric 
can be treated with a polar solvent to activate the yarns surface to pick up other finishes or dye 
(paragraph 41)or a wicking/soil release finish known to be used with polyamide fibers 
(paragraph 48). However, Ghorashi fails to teach using ethoxylated polyester finishes. Schuette 
et al. is drawn to finish treatments which can be used with various fibers including aramid fibers 
(column 2, lines 20 - 25). Schuette et al. discloses adding a lubricant and soil release finish 
which improves the washability and moisture transport properties of the yarns (column 1, lines 
50 - 55). Preferred finish treatments include various ethoxylated polyesters with molecular 
weights ranging from 500 to 100000 (column 3, lines 25 - 45). Thus, it would have been 
obvious to one having ordinary skill in the art to add the ethoxylated polyester as taught by 
Schuette et al. to the fabric disclosed by Ghorashi since Schuette et al. discloses that the 
treatment improves the moisture transport properties of synthetic aramid fibers making them 
more washable and easier to treat during processing. Therefore, claims 9 - 1 1 are rejected. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jenna-Leigh Befumo whose telephone number is (571) 272-1472. 
The examiner can normally be reached on Monday - Friday (8:00 - 5:30). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Terrel Morris can be reached on (571) 272-1478. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




Jenna-Leigh Befiim< 
September 6, 2005 



